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[ Abstract ]

Aesthetic Functionality for the
Fashion Design Protection

Lee, Jae-Kyoung”

The fashion industry relies on color as an indispensible medium in all aspects of design.
The question now brewing is simply: can a color itself be protected under the Lanham Act
when used within the fashion context? On August 10, 2011, the U.S. District Court for the
Southern District of New York held that trademark laws cannot protect a single color within
the fashion context because such protections would unduly hinder competition. The District
Court relied on the aesthetic functionality doctrine, finding that the color red is ornamental
and aesthetic; thus, not a protectable trademark. Christian Louboutin, the world-renowned
designer of women’s high-end footwear, is searching for a different answer. Louboutin sued
fellow high-end fashion powerhouse Yves Saint Laurent for trademark infringement after
Laurent released a line of shoes featuring red outsoles — a signature feature of Louboutin’s
shoes. Louboutin argued that the famous red outsole is a protectable trademark because the
color serves the purpose of brand recognition — therefore, a secondary meaning has attached
to the use of color.

The Second Circuit’s ruling will have serious implications on the fashion industry as well
as trademark jurisprudence, the trademarked use of color, such as Tiffany’s robin egg blue,
will no longer be protected. The fashion industry’s branding efforts will be heavily impacted,
as “copycat” replications may legally take place without recourse for the designers. Such
a ruling will also drive a sharp wedge in the trademark legal landscape between the fashion
industry and other industries — single color use will be unprotected in fashion, yet allowable
in other industries. In addition, if affirmed, the Second Circuit will create a unique precedent

that finds the higher costs associated with producing a red outsole is in fact a hindrance

* Assistant Professor, Law School of Konkuk University
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to competition. This concept goes against the common sense ideal that high costs are normally
associated with an economic disadvantage because more money is required to produce a more
complicated and intricate mark. As glamorous as the fashion industry may be, the pending
litigation between Louboutin and Yves Saint Laurent reminds spectators that the fashion
industry is about more than making women beautiful — it is about making money and

protecting business interests.

[Key Words] Trademark, Aesthetic functionality, Red sole, Louboutin, Lanham Act





